All amendments filed on or after July 30, 2003 must comply with 37 CFR 1 . 1 2 1 as 
revised in the notice of final rule making published in the Federal Register on June 30, 
2003 at 65 Fed, Reg. 3861 1 . The manner of making amendments has been revised to 
assist in the implementation of beginning-to-end electronic image processing of patent 
applications. Specifically, changes have been made to facilitate electronic image data 
capture and processing and streamline the patent application process. If an amendment 
filed on or after July 30, 2003 does not comply with revised 37 CFR 1 . 12 1 , the Office 
will notify applicants via a Notice of Non-Compliant Amendment that the amendment is 
not accepted. See MPEP § 714.03. 

The revised amendment practice is summarized as follows. 

A. Amendment Sections 

Each section of an amendment document (e.g., Specification Amendments, Claim 
Amendments, Drawing Amendments, and Remarks) must begin on a separate sheet to 
facilitate separate indexing and electronic scanning of each section of an amendment 
document for placement in an image file wrapper. 

It is recommended that applicants use the following format when submitting amendment 
papers. The amendment papers should include, in the following order: 

(A) a cover sheet, or introductory comments, providing die appropriate application 
information (e.g., application number, applicant, filing date) and which serves as a 
table of contents to the amendment document by indicating on what page of the 
amendment document each of the following sections begin; 

(B) a section (must begin on a separate sheet) entitled "Amendments to the 
Specification" (if there are any amendments to the specification). This section 
should include all amendments to the specification including amendments to the 
abstract of the disclosure; 

(C) a section (must begin on a separate sheet) entitled "Amendments to the 
Claims" which includes a complete listing of all claims ever presented in the 
application (if there are any amendments to the claims); 

(D) a section (must begin on a separate sheet) entitled "Amendments to the 
Drawings" in which all changes to the drawings are discussed (if there are any 
amendments to the drawings); 

. (E) a remarks section (must begin on a separate sheet); and 

(F) any drawings being submitted including any "Replacement Sheet," "New 
Sheet," or "Annotated Marked-Up Drawings." 

B. < Amendments to the Specification 

>Airendments to the specification, other than the claims, computer listings (37 CFR 
1 .96) and sequence listings (37 CFR 1 .825), must be made by adding, deleting or 
replacing a paragraph, by replacing a section, or by a substitute specificatioa< In order 
to delete, replace or add a paragraph to the specification of an application, the 
amendment must unambiguously identify the paragraph to be modified either by 
paragraph number (see MPEP § 608.01), page and line, or any other unambiguous 
method and be accompanied by **>any replacement or new paragraphs). Replacement 
paragraphs must include markings to show the changes. A separate clean version of any 
replacement paragraphs is not required. Any new paragraphs must be presented in clean 
form without any markings (ie., underKning)<. 

Where paragraph numbering has been included in an application as provided in 37 CFR 
1 .52(b)(6), applicants can easily refer to a specific paragraph by number when presenting 



an amendment. If a numbered paragraph is to be replaced by a single paragraph, the 
added replacement paragraph should be numbered with the same number of the 
paragraph being replaced. Where more than one paragraph is to replace a single original 
paragraph, the added paragraphs should be numbered using the number of the original 
paragraph for the first replacement paragraph, followed by increasing decimal numbers 
for the second and subsequent added paragraphs, e.g., original paragraph [0071] has 
been replaced with paragraphs [0071], [0071.1], and [0071.2]. If a numbered 
paragraph is deleted, the numbering of the subsequent paragraphs should remain 
unchanged. 

37 CFR 1 .121(b)(1)(h) requires that the **>M text of any replacement paragraph be 
provided with markings to show all the changes relative to the previous version of the 
paragraph The text of any added subject matter must be shown by underlining the added 
text. The text of any deleted subject matter must be shown by strike-through except that 
double brackets placed before and after the deleted characters maybe used to show the 
deletion of five or fewer consecutive characters (e.g., [[eroor]]). The text of any deleted 
subject matter must be shown by being placed within double brackets if strike- through 
cannot be easily perceived (e.g., deletion of the number "4" must be shown as [[4]]). As 
an alternative to using double brackets, however, extra portions of text may be included 
before and after text being deleted, all in strike- through, followed by including and 
underlining the extra text with the desired change (e.g., number 4 as number 14 as) . 
For added paragraphs, 37 CFR 1 .12 l(b)(2)(in) requires that the full text 
of any added paragraphs) be presented in clean form without any underlining. Similarly, 
under 37 CFR L 12 1 (b)(2)(iv), a marked vp version does not have to be supplied for 
any deleted paragraphs). It is sufficient to merely indicate or identify any paragraph that 
has been deleted. The instruction to delete may identify a paragraph by its paragraph 
number, page and line number, or include a few words from the beginning, and end, or 
the paragraph, if needed for paragraph identification^. 

Applicants are also permitted to amend the specification by replacement sections (e.g., as 
provided in 37 CFR 1.77(b), 1.154(b), or 1.163(c)). As with replacement paragraphs, 
the amended version of a replacement section is required to be provided **>with 
markings to show all the changes relative to the previous version of the sectioa The text 
of any added subject matter must be shown by underlining the added text. The text of any 
deleted subject matter must be shown by strike-through except that double brackets 
placed before and after the deleted characters may be used to show the deletion of five 
or fewer consecutive characters. The text of any deleted subject matter must be shown 
by being placed within double brackets if strike- through cannot be easily perceived<. 

Applicants are also permitted to amend the specification by submitting a substitute 
specification, provided the requirements of 37 CFR 1.125(b) >and (c)< are met. An 
accompanying separate marked ip version showing the changes in the specification 
relative to the previous version is also required. 

Any **>previously deleted paragraph or section< can only be reinstated by a subsequent 
amendment presenting the previously deleted subject matter. A direction by applicant to 
remove a previously entered amendment will not be permitted. . 

C. >< Amendments to the Claims 

**>Each amendment document that includes a change to an existing claim, including the 
deletion of an existing claim, or submission of a new claim, must include a complete listing 
of all clains in the application. After each claim number, the status of the claim must be 
indicated in a parenthetical expression, and the text of each claim under examination as 
well as all withdrawn clains (each with markings if any, to show current changes) must be 



presented. The listing will serve to replace all prior versions of the claims in the applicatioa 

(A) The current status of all of the claims in the application, including any previously 
canceled or withdrawn claims, must be given. Status is indicated in a parenthetical 
expression following the claim number by one of the following: (original), (currently 
amended), (previously presented), (canceled), (withdrawn), (new), or (not 
entered). The text of all pending claims under examination and withdrawn claims 
must be submitted each time any claim is amended. Canceled and not entered 
claims must be listed by only the claim number and status, without presenting the 
text of the claims. 

(B) AH claims being currently amended must be presented with markings to 
indicate the changes that have been made relative to the immediate prior versioa 
The changes in any amended claim must be shown by strike-through (for deleted 
matter) or underlining (for added matter) with 2 exceptions: (1) for deletion of five 
or fewer consecutive characters, double brackets maybe used (e.g., [[eroor]]); 
(2) if strike-through cannot be easily perceived (e.g., deletion of number "4" or 
certain punctuation marks), double brackets must be used (e.g., [[4]]). As an 
alternative to using double brackets, however, extra portions of text maybe 
included before and after text being deleted, all in strike-through, followed by 
including and underlining the extra text with the desired change (e.g., number 4 as 
number 14 as) . An accompanying clean version is not required and should not be 
presented. Only claims of the status "currently amended" or "withdrawn" will 
include markings. 

(C) The text of pending claims not being currently amended, including withdrawn 
claims, must be presented in clean version, ie., without any markings. Any claim 
presented in clean version will constitute an assertion that it has not been changed 
relative to the immediate prior version except to omit markings that may have 
been present in the immediate prior version of the claims. 

(D) A claim being canceled must be indicated as "canceled;" the text of the claim 
must not be presented. Providing an instruction to cancel is optional 

(E) Any claims added by amendment must be indicated as "new" and the text of 
the claim must not be underlined. 

(F) All of the clairs in each amendment paper must be presented in ascending 
numerical order. Consecutive canceled or not entered claims may be aggregated 
into one statement (e.g., Claims 1 - 5 (canceled)). 

A canceled claim can be reinstated only by a subsequent amendment presenting the 
claim as a new claim with a new claim number. 



Example of listing of claims: 
Claims 1-5 (canceled) 

Claim 6 (withdrawn): A process for molding a bucket. 

Claim 7 (previously presented): A bucket with a handle. 

Claim 8 (currently amended): A bucket with a gteea-blue handle. 

Claim 9 (withdrawn): The process for molding a 

bucket of claim 6 using molten plastic material. 



Claim 10 (original): The bucket of claim 8 with a wooden handle. 
Claim 1 1 (canceled) 

Claim 12 (previously presented): A bucket having a circumferential upper lp. 
Claim 13 (not entered) 

Claim 14 (new): A bucket with plastic sides and bottom< 

37 CFR 1.121(g) permits the Office to make amendments to the specification, including 
the claims, by examiner's amendments without paragraph/section/claim replacement in the 
interest of expediting prosecution and reducing cycle time. Additions or deletions of 
subject matter in the specification, including the claims, may be made by instructions to 
make the change at a precise location in the specification or the claims. >Examiner's 
amendments do not need to comply with paragraphs (b)(1), (b)(2), or (c) of 37 CFR 
1.121.<SeeMPEP § 1302.04. 

He* 

*>D. < Amendments to the Drawing 

**>Any changes to an application drawing must comply with 37 CFR 1 .84 and must be 
submitted on a replacement sheet of drawings. The replacement sheet of drawings must be 
an attachment to the amendment document and must be identified in the top margin as 
"Replacement Sheet." The replacement drawing sheet must include all of the figures 
appearing on the immediate prior version of the sheet, even if onry one figure is amended. ^ 
The figure or figure number of the amended drawing(s) must not be labeled as "amended." 
A marked-up copy of any amended drawing figure, including annotations indicating the 
changes made, may be included. The marked-up copy must be clearly labeled as 
"Annotated Marked-up Drawings" and must be presented in the amendment or remarks 
section that explains the change to the drawings. A marked-up copy of any amended 
drawing figure, including annotations indicating the changes made, must be provided 
when required by the examiner.< 

An explanation of the changes made must be presented in >the "Amendments to the 
Drawings" oK the remarks section of the amendment >document<. If the changes to the 
drawing figure(s) are not approved by the examiner, applicant will be notified in the next 
Office action. ** 

>HI. < AMENDMENT IN REEXAMINATION PROCEEDINGS > AND 
REISSUE APPLICATIONS< 

>Amendments in reissue applications must be made in accordance with 37 CFR 1 . 1 73. 
Amendments in ex parte and inter partes reexamination proceedings must be made in 
accordance with 37 CFR 1.530.< In patent-owner- filed > ex parted reexaminations, 
the patent owner may amend at the time of the request for > ex parte< reexamination in 
accordance with 37 CFR 1.510(e). many > ex parte< reexamination proceeding, no 
amendment or response can be filed between the date of the request for > ex parte< 
reexamination and the order for > ex parte< reexarninatioa See 37 CFR 1 .530(a). 
Following the order for > ex parte< reexamination under 37 CFR 1 .525 and prior to the 
examination phase of *> ex parte< reexamination proceeding, an amendment maybe 
filed onry with the patent owner's statement under 37 CFR 1 .530(b). During the 
examination phase of the > ex parte< reexamination proceeding, an amendment maybe 
filed: 

(A) after the first examination as specified in 37 CFR 1.112; 

(B) after final rejection or an appeal has been taken, if the amendment meets the 



criteria of 37 CFR 1.1 16; and 

(C) when aid as specifically required by the examiner. 

See also MPEP §714.12. 

For amendments in > ex parte< reexamination proceedings see MPEP § 2250 and § 
2266. >For amendments by patent owner in an inter partes reexamination proceeding, 
see MPEP § 2666.01 and § 2672. For amendments in reissue applications, see MPEP § 
1453.< 

714.01 Signatures to Amendments 

An amendment must be signed by a person having authority to prosecute the application 
An unsigned or improperly signed amendment will not be entered. See MPEP § 
714.01(a). 

To facilitate any telephone call that may become necessary, it is recommended that the 
complete telephone number with area code and extension be given, preferably near the 
signature. 

714.01(a) [R-2] Unsigned or Improperly SignedAmendment 

37 CFR 1.33. Correspondence respecting patent applications, reexamination 
proceedings, and other proceedings. 

***** 

(b) Amendments and other papers . Amendments and other papers, except for written assertions 
pursuant to § 1. 27(c)(2)(h) of this part, filed in the application must be signed by: 

(1) A registered attorney or agent of record appointed in compliance with § 1.34(b); 

(2) A registered attorney or agent not of record who acts in a representative capacity under 
the provisions of § 1.34(a); 

(3) An assignee as provided for under § 3.71(b) of this chapter; or 

(4) All of the applicants ( § 1.41(b)) for patent, unless there is an assignee of the entire interest 
and such assignee has taken action in the application in accordance with § 3.71 of this chapter. 

***** 

An unsigned amendment or one not property signed by a person having authority to 
prosecute the application is not entered. This applies, for instance, where the amendment 
is signed by only one of two applicants and the one signing has not been given a power of 
attorney by the other applicant. 

If copies of papers which require an original signature as set forth in 37 CFR 1 .4(e) are 
filed, the signature must be applied after the copies are made. MPEP § 714.07. 
When an unsigned or improperly signed amendment is received the amendment will be 
listed **>in the contents of the application ffle<, but not entered. The examiner will notify 
applicant of the status of the application, advising him or her to furnish a duplicate 
amendment property signed or to ratify the amendment already filed. In an application not 
under final rejection, applicant should be given a 1 -month time period in which to ratify the 
previously filed amendment (37 CFR 1 . 1 35(c)). 

Applicants may be advised of unsigned amendments by use of form paragraph 7.84.01 . 

1f 7. 84. 01 Paper Is Unsigned 

The proposed reply filed on [ 1 ] has not been entered because it is unsigned. Since the 
above-mentioned reply appears to be bona fide, applicant is given a TIME PERIOD of 
ONE (1) MONTH or THIRTY (30) DAYS from the mailing date of this notice, 
whichever is longer, within which to supply the omission or correction in order to avoid 
abandonment. EXTENSIONS OF THIS TIME PERIOD MAY BE GRANTED 
UNDER 37 CFR 1.136(a). 

Sometimes problems arising from unsigned or improperly signed amendments may be 
disposed of by calling in the local representative of the attorney or agent of record, since 



he or she rmy have the authority to sign the amendment. 

An amendment signed by a person whose name is known to have been removed from 
the registers of attorneys and agents under the provisions of 37 CFR 1 0. 1 1 is not 
entered. The file and unentered amendment are submitted to the Office of Enrollment and 
Discipline for appropriate actioa 
714.01(c) Signed by Attorney or Agent Not of Record 

See MPEP § 405. A registered attorney or agent acting in a representative capacity 
under 37 CFR 1 .34, may sign amendments even though he or she does not have a power 
of attorney in the application. See MPEP § 402. 

714.01(d) Amendment Signed by Applicantbut Not by Attorney or Agent of 
Record 

If an amendment signed by the applicant is received in an application in which there is a 
duty appointed attorney or agent, the amendment should be entered and acted upon. 
Attention should be called to 37 CFR 1 .33(a) in patent applications and to 37 CFR 
1.33(c) in reexamination proceedings. Two copies of the action should be prepared, one 
being sent to the attorney and the other directly to the applicant. The notation: "Copy to 
applicant" should appear on the original and on both copies. 
714.01(e) [R-2] Amendments Before First Office Action 

A preliminary amendment is an amendment that is received in the Office on or before the 
mafl date of the first Office action under 37 CFR 1 . 1 04. See 37 CFR 1 . 1 1 5(a). **>Since 
a request for continued examination (RCE) is not a new application, an amendment filed 
before the first Office action after the filing of the RCE is not a preliminary amendment 
See MPEP § 706.07(h). 

I. PRELIMINARY AMENDMENTS MUST COMPLYWITH 37 CFR 1.121 

Any preliminary amendment, regardless of when it is filed, must comply with 37 CFR 
1 . 12 1 , e.g., the preliminary amendment must include a complete listing of all of the claims 
and each section of the amendment must begin on a separate sheet of paper. See MPEP § 
714. Preliminary amendments made in a transmittal letter of the application wl not comply 
with 37 CFR 1.121. For example, applicants should include the reference to a prior filed 
application in the first sentence of the specification following the title or in an application 
data sheet in compliance with 37 CFR 1 .78 instead of submitting the reference in a 
preliminary anxndment in a transmittal letter. See MPEP § 201 . 1 1 . If a preliminary 
amendment fails to comply with 37 CFR 1.121, applicant wffl be notified by way of a 
Notice of Non-Compliant Amendment and given a non-extendable period of one month 
to bring the amendment into compliance with 37 CFR 1.121. If the applicant takes no 
corrective action, examination of the application wffl commence without consideration of 
the proposed changes in the non-compliant preliminary amendment. See MPEP § 
714.03. 

Filing a preliminary amendment is not recommended because the changes made by the 
preliminary amendment may not be reflected in the patent application publication even if 
the preliminary amendment is referred to in an oath or declaration If there is insufficient 
time to have the preKrninary amendment be entered into the Office file wrapper of the 
application before technical preparations for publication of the application have begun, 
the preliminary amendment will not be reflected in the patent application publication. 
Technical preparations for publication of an application generally begin four months prior 
to the projected date of publication For more information on publication of applications, 
see MPEP §1121. Applicants may avoid preliminary amendments by incorporating any 
desired amendments into the text of the specification including a new set of claims, even 
where the application is a continuation or divisional application of a previously filed patent 
application. In such a continuation or divisional application, a clean copy of a specification 
(Le., reflecting amendments made in the parent application) maybe submitted together 



with a copy of the oath or declaration from the previously fifed application so long as no 
new matter is included in the specification See 37 CFR 1 .63(d)(l)(iii) and MPEP § 
201.06(c). 

n. PRELIMINARY AMENDMENTS FILED WITH THE APPLICATION 

A preliminary amendment not filed along with the original application does not enjoy the 
status of part of the original disclosure. See MPEP § 608.04(b). Where an application 
filed under 37 CFR 1 .53(b) is filed without a signed oath or declaration and such 
application is accompanied by an amendment, that amendment is considered a part of the 
original disclosure. The subsequently filed oalh or declaration must refer to both the 
application and the amsndrnent. >If the subsequently filed oath or declaration refers to 
the application but does not refer to the amendment, applicants wfll be required to submit 
a supplemental oath or declaration referring to both the application and the amendment 
filed with the original apptication< Any copy of the application as filed must include a 
copy of the amendment as weD, particularly where certified copies for priority purposes 
are requested. 

** Any amendment canceling claims in order to reduce the filing fee should be filed with 
the application. ** See MPEP § 506. >If a preliminary amendment accompanying a 
nonprovisional application cancels claims, it will be effective to diminish the number of 
claims to be considered in calculating the filing fee. See MPEP § 607. If the preliminary 
amendment accompanying the nonprovisional application cancels all claims without 
presenting any new claims, the Office will not enter such an amendment. See Exxon 
Corp. v. Phillips Petroleum Co., 265 F.3d .1249, 60 USPQ2d 1369 (Fed. Cir. 2001) 
and MPEP § 601 .01(e). Thus, the application wffl not be denied a filing date merely 
because such a preliminary amendment was submitted on filing. For fee calculation 
purposes, the Office will treat such an application as containing only a single claim 

III. PRELIMINARY AMENDMENTS MUST BE TIMELY 

Any preliminary amendments should either accompany the application or be filed after the 
application has received its application number and filing date so that the preliminary 
amendments would include the appropriate identifications (e.g., the application number 
and filing date). See MPEP § 502. Any amendments filed after the mail date of the first 
Office action is not a preKminary amendment If the date of recent (37 CFR 1.6) of the 
amendment is later than the mail date of the first Office action and is not responsive to the 
first Office action, the Office will not mail a new Office action, but simply advise the 
applicant that the amendment is nonresponsive to the first Office action and that a 
responsive reply must be timely filed to avoid abandonment. See MPEP § 714.03.< 
A preliminary amendment will be entered unless it is disapproved by the *>DirectoK. A 
preliminary arrendinent may be disapproved by the *>DirectoK if the preliminary 
amendment unduly interferes with the preparation of an Office action 37 CFR 1.11 5(b). 
See MPEP § 714.03(a). 
714.02 [R-2] Must Be Fully Responsive 

37 CFR 1.111. Reply by applicant or patent owner to a non-final Office action. 
(a) 

(1) Ifthe Office action after the first examination (§ 1.104) is adverse m any respect, the 
applicant or patent owner, if he or she persists in his or her application for a patent or reexamination 
proceeding, must reply and request reconsideration or further examination, with or without 
amendment. See §§ 1.135 and 1.136 for time for reply to avoid abandonment. 

**> 

(2) A second (or subsequent) supplemental reply will be entered unless disapproved by the 
Director. A second (or subsequent) supplemental reply may be disapproved ifthe second (or 
subsequent) supplemental reply unduly interferes with an Office action being prepared in response 
to the previous reply. Factors that will be considered in disapproving a second (or subsequent) 
supplemental reply included 



(i) The state of preparation of an Office action responsive to the previous reply as of the 
date of receipt ( § 1.6) of the second (or subsequent) supplemental reply by the Office; and 

(h) The nature of any changes to the specification or claims that would result from entry 
of the second (or subsequent) supplemental reply. 

(b) In order to be entitled to reconsideration or further examination, the applicant or patent 
owner must reply to the Office action. The reply by the applicant or patent owner must be reduced to 
a writing which distinctly and specifically points out the supposed errors m the examiner's action and 
must reply to every ground of objection and rejection in the pnor Office action. The reply must present 
arguments pointing out the specific distinctions believed to render the claims, mcludmg any newly 
presented claims, patentable over any applied references. If the reply is with respect to an 
application, a request may be made that objections or requirements as to form not necessary to 
further consideration of the claims be held m abeyance until allowable subject matter is indicated. 
The applicant's or patent ownefs reply must appear throughout to be a bona fide attempt to 
advance the application or the reexamination proceeding to final action. A general allegation that the 
claims define a patentable invention without specifically pointing out how the language of the claims 
patentably distinguishes themfromthe references does not comply with the requirements ottnis 



section. 

(c) In amending in reply to a rejection of claims in an application or patent under reexamination, 
the applicant or patent owner must clearly point out the patentable novelty which he or she thinks 
the claims present in view of the state of the art disclosed by the references cited or the objections 
made. The applicant or patent owner must also show how the amendments avoid such references or 

In abases where reply to a requirement is indicated as necessary *>for< farther 
consideration of the clairrB, or where allowable subject matter has been indicated in an 
application, a complete reply must either comply with the fcrmal requirements or 
specifically traverse each one not complied with 

Drawing and specification corrections, presentation of a new oath and the like are 
generally considered as formal matters>, although the filing of drawing corrections in 
reply to an objection to the drawings cannot normally be held in abeyance<. However, 
the line between formal matter and those touching the merits is not sharp, and the 
determination of the rrerits of an application may require that such corrections, new oath, 
etc., be insisted upon prior to any indication of allowable subject matter. 
The claims may be arrended by canceling particular claims, by presenting new claims, or 
by rewriting particular claim* as indicated in 37 CFR 1.121(c). The requirements of 37 
CFR 1.11 1(b) must be complied with by pointing out the specific distinctions believed to 
render the claims patentable over the references in presenting arguments in si^port of new 
claims and amendments. 

An amendment submitted after a second or subsequent non- final action on the merits 
which is otherwise responsive but which increases the number of claims drawn to the 
invention previously acted upon is not to be held not &Hy responsive for that reason 
abne. (See 37 CFR 1.112, MPEP § 706.) 

The prompt development of a clear issue requires that the replies of the applicant meet 
the objections to and rejections of the claims. Applicant should also specifically point out 
the stpport for any amendments made to the disclosure. See MPEP § 2163.06. 
An amendment which does not comply with the provisions of 37 CFR 1.121 (b)**>, (c), 
(d), and (h)< maybe held not folly responsive **. See MPEP § 714.22. 

Replies to requirements to restrict are treated under MPEP § 8 1 8. 

714.03 [R-2] Amendments Not Fully Responsive,Action To Be Taken 

37 CFR 1. 135. Abandonment for failure to reply within time period. 



***** 



(c) When reply by the applicant is a bona fide attempt to advance the application to final 
action, and is substantially a complete reply to the non-final Office action, but consideration of some 
matter or compliance with some requirement has been inadvertently omitted, applicant may be given a 
new time period for reply under § 1.134 to supply the omission. 

An examiner may treat an amendment not fuDy responsive to a non-final Office action 

by: 



(A) accepting the amendment as an adequate reply to the non-final Office action 
to avoid abandonment under 35 U.S.C. 133 and 37 CFR 1.135; 

(B) notifying the applicant that the reply must be completed within the remaining 
period for reply to the non- final Office action (or within any extension pursuant to 37 
CFR 1 . 1 36(a)) to avoid abandonment; or 

(C) setting a new tire period for applicant to complete the reply pursuant to 37 
CFR 1.135(c). 

The treatment to be given to the amendment depends upon: 

(A) whether the amendment is bona fide; 

(B) whether there is sufficient time for applicant's reply to be filed within the time 
period for reply to the non- final Office action; and 

(C) the nature of the deficiency. 

If an amendment submitted **>on or after July 30, 2003< 5 foils to comply with 37 
CFR 1 . 1 2 1 (as revised on **>June 30, 2003<), the Office will notify applicant by a 
Notice of Non-Compliant Amendment, that the amendment foils to comply with the 
requirements of 37 CFR 1 . 1 2 1 and applicant will be given a period of time in which to 
conply with the rule. >AppKcant's reply to a Notice of Non-Compliant Amendment 
should consist of a corrected version of only that portion of the amendment which 
previously foiled to conply with 3 7 CFR 1 . 1 2 1 . It is not necessary for applicant to 
resubmit the entire amendment documents If the amendment that foils to comply with the 
requirements of the rule is a preliminary amendment, the Legal Instruments Examiner (LIE) 
will send the Notice which sets a tine limit of 30 days or one month, whichever is later, for 
reply. No extensions of time are permitted. Failure to submit a timely reply will result in the 
application being examined without entry of the preliminary amendment. If the amendment 
which foils to conply with the requirements of the rule is an amendment after a non-final 
Office action, the LIE will send the Notice which sets a time limit of 30 days or one 
month, whichever is later, for reply (37 CFR 1.135). Extensions of time are permitted 
(37 CFR 1 . 1 36(a)). Failure to reply to this Notice will result in abandonment of the 
application. See MPEP § 714.22 for treatment of non-compliant amendments after final 
rejection 

Where an amendment substantially responds to the rejections, objections, or 
requirements in a non-final Office action (and is a bona fide attempt to advance the 
application to final action) but contains a minor deficiency (e.g , foils to treat every 
rejection, objection, or requirement), the examiner may simply act on the amendment and 
issue a new (non- final or final) Office action The new Office action may simply reiterate 
the rejection, objection, or requirement not addressed by the amendment (or otherwise 
indicate that such rejection, objection, or requirement is no longer applicable). This 
course of action would not be appropriate in instances in which an amendment contains a 
serious deficiency (e.g , the airendment is unsigned or does not appear to have been filed 
in reply to the non-final Office action). Where the amendment is bona fide but contains a 
serious omission, the examiner should: A) if there is sufficient tine remaining for applicant's 
reply to be filed within the time period for reply to the non-final Office action (or within 
any extension pursuant to 37 CFR 1 . 1 36(a)), notify applicant that the omission must be 
sippKed within the time period for reply, or B) if there is insufficient time remaining, issue 
an Office action setting a 1 -ironth time period to complete the reply pursuant to 37 CFR 
1 .135(c). In either event, the examiner should not fiirther examine the application on its 
merits unless and until the omission is timely supplied. 

If a new tine period for reply is set pursuant to 37 CFR 1.135(c), applicant must supply 
the omission within this new time period for reply (or any extensions under 37 CFR 
1.136(a) thereof) in order to avoid abandonment of the application Hie applicant, 
however, rray file a continuing application during this period (in addition or as an 
alternative to supplying the omission), and may also file any fiirther reply as permitted 



under 37 CFR 1.111. 

Where there is sufficient time remaining in the period for reply (including extensions under 
37 CFR 1 . 1 36(a)), the applicant may simply be notified that the omission must be supplied 
within the remaining time period for reply. This notification should be made, if possible, by 
telephone, and, when such notification is made by telephone, an interview summary 
record (see MPEP § 713.04) must be completed and entered into the file of the 
application to provide a record of such notification. When notification by telephone is not 
possible, the applicant must be notified in an Office communication that the omission must 
be supplied within the remaining time period for reply. For example, when an amendment 
is filed shortly after an Office action has been mailed, and it is apparent that the 
ainendment was not filed in reply to such Office action, the examiner need only notify the 
applicant (preferably by telephone) that a repry responsive to the Office action must be 
supplied within the remaining time period for repry to such Office action. 

The practice set forth in 37 CFR 1 . 1 35(c) does not apply where there has been a 
deliberate omission of some necessary part of a complete repry; rather, 37 CFR 
1 . 1 35(c) is applicable onry when the missing matter or lack of compliance is considered 
by the examiner as being "inadvertentry omitted." For example, if an election of species 
has been required and applicant does not make an election because he or she believes 
the requirement to be improper, the amendment on its face is not a "bona fide attempt to 
advance the application to final action" (37 CFR 1 .135(c)), and the examiner is without 
authority to postpone decision as to abandonment. >Simflarry, an amendment that would 
cancel all of the claims in an application and does not present any new or substitute claims 
is not a bona fide attempt to advance the application to final action. The Office will not 
enter such an amendment See Exxon Corp. v. Phillips Petroleum Co., 265 F.3d 
1249, 60 USPQ2d 1368 (Fed. Cir. 2001). If there is time remaining to repry to the non- 
finalOffice action (or within any extension of time pursuant to 37 CFR 1.136(a)), 
applicant will be notified to complete the reply within the remaining time period to avoid 
abandonments Likewise, once an inadvertent omission is brought to the attention of the 
applicant, the question of inadvertence no longer exists. Therefore, a second Office action 
giving another new (1 month) time period to supply the omission would not be appropriate 
under 37 CFR 1.135(c). 

37 CFR 1 .135(c) authorizes, but does not require, an examiner to give the applicant a 
new time period to supply an omission Thus, where the examiner concludes that the 
applicant is attempting to abuse the practice under 37 CFR 1 . 1 35(c) to obtain additional 
time for filing a repry (or where there is sufficient time for applicant's reply to be filed 
within the time period for repry to the non-final Office action), the examiner need only 
indicate by telephone or in an Office communication (as discussed above) that the repry 
must be completed within the period for reply to the non- final Office action or within any 
extension pursuant to 37 CFR 1 . 1 36(a) to avoid abandonment. 

The practice under 37 CFR 1 . 1 35(c) of giving applicant a time period to supply an 
omission in a bona fide repry does not apply after a final Office action Amendments 
after final are approved for entry onry if they place the application in condition for 
allowance or in better form for appeal. Otherwise, they are not approved for entry. See 
MPEP §714.12and§ 7 14. 13. Thus, an amendment should be deniedentry if some point 
necessary for a complete reply under 37 CFR 1.113 (after final) was omitted, even if the 
omission was through an apparent oversight or inadvertence. Where a submission after a 
final Office action or appeal (e.g, an amendment under 37 CFR 1.116) does not place 
the application in condition for allowance, the period for reply under 37 CFR 1.113 
continues to run until a reply under 37 CFR 1 . 1 1 3 (ie., a notice of appeal or an 
amendment that places the application in condition for allowance) is filed. The nature of 
the omission (e.g, whether the amendment raises new issues, or would place the 



application in condition for allowance but for it being unsigned or not in conpBance with 
37 CFR 1 . 121) is imrraterial The examiner cannot give the applicant a time period under 
37 CFR 1 . 1 35(c) to supply the omission; however, applicant may obtain additional time 
under 37 CFR 1 . 1 36(a) to file another or supplemental amendment in order to simply the 
omission 

When a reply to a final Office action substantially places the application in condition for 
allowance, an examiner may request that the applicant (or representative) authorize an 
examiner's amendment to correct the omission and place the application in condition for 
allowance, in which case the date of the reply is the date of such authorization (and not 
the date the incomplete reply was filed). An examiner also has the authority to enter the 
reply, withdraw the finality of the last Office action, and issue a new Office action, which 
may be a non- final Office action, a final Office action (if appropriate), or an action closing 
prosecution on the merits in an otherwise allowable application under Ex parte Quayle, 
25 USPQ 74, 1935 CD. 11, 435 O.G. 213 (Comm'rPat. 1935) (if appropriate). TTiese 
courses of action, however, are solely within the discretion of the examiner. It is the 
applicant's responsibility to take the necessary action in an application under a final Office 
action to provide a complete reply under 37 CFR 1.113. 

Where there is an informality as to the fee in connection with an amendment to a non- 
final Office action presenting additional claims, the applicant is notified by the technical 
support staff**. See MPEP § 607 and § 714.10. 

Form paragraph 7.95, and optionally form paragraph 7.95.01, should be used where a 
bona fide reply is not fully responsive. 

H 7.95 Bona Fide, Non-Responsive Amendments 

The reply filed on [ 1 ] is not foDy responsive to the prior Office action because of the 
following omissions) or matters): [ 2 ]. See 37 CFR 1.111. Since the above- 
mentioned reply appears to be bona fide, applicant is given a TIME PERIOD of ONE 
(1) MONTH or THIRTY (30) DAYS from the mailing date of this notice, whichever is 
longer, within which to supply the omission or correction in order to avoid abandonment. 
EXTENSIONS OF THIS TIME PERIOD MAY BE GRANTED UNDER 37 CFR 
1.136(a). 

Examiner Note 

This practice does not apply where there has been a deliberate omission of some 
necessary part of a complete reply, or where the application is subject to a final Office 
action. Under such cases, the examiner has no authority to grant an extension if the 
period for reply has expired. See form paragraph 7.9 1 . 

U 7.95.01 Lack of Arguments in Response 

Applicant should submit an argument under the heading "Remarks" pointing out 
disagreements with the examiner's contentions. Applicant must also discuss the 
references applied against the claims, explaining how the claims avoid the references or 
distinguish from them 

Examiner Note 
1. 

This form paragraph must be preceded by form paragraph 7.95. 
2. 

This form paragraph is intended primarily for use in pro se applications. 



